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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 , 7-8, 21 , 27, 29-30, 35-36, and 39-40 are rejected under 35 
U.S.C. 102(b) as being anticipated by Mehdian (U.S. Patent No 5,217,497). 

Mehdian discloses an anchoring element (See marked up figure below) for use in 
spinal or bone surgery; the anchoring element comprising: a shaft for anchoring in a 
vertebra or a bone section; a rod having a pre-determined diameter (D) and an outer 
surface; a receiving part, which is connected to the shaft and is structured and arranged 
to connect to the rod, the receiving part having a longitudinal axis and comprising a U- 
shaped recess forming a channel for the reception of the rod and two legs having free 
ends, the legs comprising a first internal thread, the legs further providing an exterior 
end surface of the receiving part; and a securing element comprising a screw member 
having a first external thread that engages and cooperates with the first internal thread; 
whereby a first distance from the exterior end surface of the receiving part to a closest 
portion of the outer surface of the rod in an axial direction is a pre-determined distance 
(A); the first internal thread extending from the exterior end surface of the receiving part 
to a second distance that is smaller than or equal to the pre-determined distance (A); 
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and the receiving part further comprising an undercut (i.e. a cut made in a lower part: a 
cut made below another cut or into the lower part of something- see Encarta® World 
English Dictionary, North American Edition online for definition) extending 
circumferentially and the first internal thread extending to the undercut, the undercut 
having an edge farthest away from the first internal thread, the edge being located at a 
third distance (B) from the exterior end surface, the distance (B) being larger than the 
predetermined distance (A). A connection between the shaft and the receiving part is 
structured and arranged to be a monoaxial connection. The shaft and the receiving part 
are an integral part. The first thread comprises fewer than four full turns. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mehdian (U.S. Patent No 5,217,497) in view of Harms et al. (U.S. Patent No. 
5,873,878). 

Mehdian discloses the claimed invention except for the screw nut having an 
internal thread; and wherein the receiving part further comprises an external thread that 
cooperates with the internal thread of the screw nut. 

Harms et al. disclose a screw nut (ref. #12) having an internal thread; and 
wherein the receiving part further comprises an external thread that cooperates with the 
internal thread of the screw nut for fixation of the rod in combination with an internal 
screw. 

It would have been obvious to one skill in the art at the time of the invention was 
made to make an device of Mehdian by substituting the screw nut having an 
internal thread and the receiving part with an external thread in view of Harms et al. for 
the collar in order to achieve fixation of the rod in combination with an internal screw 
and to reduce splaying of the arms. 

Claims 6 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mehdian (U.S. Patent No 5,217,497) in view of Hall (U.S. Patent No. 4,041,939). 

Mehdian discloses the claimed invention except for the threads being selected 
from a metric thread, a buttress thread, a flat thread or a thread 
with a negative load-beating angle. 
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Hall discloses of using anchoring elements with buttress threads, which allows 
the element to be firmly secured (col. 1 , lines 51-60). 

It would have been obvious to one skill in the art at the time of the invention was 
made to make an device of Mehdian with buttress threads in view of Hall in order to 
have a firmly secured anchor element. Moreover, it would have been an obvious matter 
of design choice to one skilled in the art at the time the invention was made to construct 
the threads of Mehdian being selected from a metric thread, a buttress thread, a flat 
thread or a thread with a negative load-beating angle, since applicant has not disclosed 
that such solve any stated problem or is anything more than one of numerous shapes or 
configurations a person ordinary skill in the art would find obvious for the purpose of 
providing threads. In re Daileyand Eilers, 149 USPQ 47 (1966). 

Claims 33-34 and 37-38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mehdian (U.S. Patent No 5,217,497) in view of Jackson (U.S. Patent 
No. 6,224,596). 

Mehdian discloses the claimed invention except for the securing device being 
flush with the receiving part. 

Jackson discloses a securing device being flush with the receiving part (FIG. 7) 
as another example of a securing device in a polyaxial screw capable of securing a rid 
to the screw. 

It would have been obvious to one skill in the art at the time of the invention was 
made to make an device of Mehdian with a securing device being flush with the 
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receiving part in view of Jackson, since such a securing device is a functional equivalent 
and would provide the predictable result of securing the rod to the screw. 

Claims 2, 22 and 31-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mehdian (U.S. Patent No 5,217,497) in view of German Patent 
DE29810798. 

Mehdian discloses the claimed invention except for the undercut having a depth 
that corresponds at least to the depth of the thread, and there being no thread runout at 
an end of the first thread opposite to the exterior end surface because the undercut is at 
least equal to a depth of the first thread. 

DE29810798 discloses an undercut having a depth that corresponds at least to 
the depth of the thread, and there being no thread runout at an end of the first thread 
opposite to the exterior end surface because the undercut is at least equal to a depth of 
the first thread (See FIGS. 1-2) as a suitable termination structure for machined threads 
in a bone screw/rod system. 

It would have been obvious to one skill in the art at the time of the invention was 
made to make an device of Mehdian with the undercut having a depth that corresponds 
at least to the depth of the thread, and there being no thread runout at an end of the first 
thread opposite to the exterior end surface because the undercut is at least equal to a 
depth of the first thread in view of DE29810798 since it has been discloses as a suitable 
termination structure for machined threads in a bone screw/rod system and would have 
provided the predictable result of allowing the set screw to be fixed to the receiver. 
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Response to Arguments 

Applicant's arguments filed 06/08/2009 have been fully considered but they are 
not persuasive. 

Applicant argues that Mehdian lacks an undercut. The term "undercut" does not 
necessarily require an overhanging part. According to Encarta® World English 
Dictionary, North American Edition online, an undercut is a cut made in a lower part: a 
cut made below another cut or into the lower part of something. The hollowed out 
portion beneath the threaded region of the Mehdian reference meets this definition. The 
hollowed out part extends circumferentially. 

The rejections are deemed proper. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARY HOFFMAN whose telephone number is 
(571)272-5566. The examiner can normally be reached on Monday-Thursday 10:00- 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo C. Robert can be reached on 571-272-4719. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Mary C. Hoffman/ 
Examiner, Art Unit 3733 
/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 



